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DETAILED ACTION 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grainger 
(USPAP 20020161733) (Graingerl) in view of "Declaration of Use of Mark in Commerce under 
§ 8 (15 U.S.C § 1058)" ("TLTIA") in view of Grainger (USPAP 20020091542) (Grainger2) and 
further in view of Fields (USPAP 20020069154). 

Re claims 1, 14, 29-30, 36 and 38-41: Graingerl teaches a method of determining a cost data 
relating to a cost of a registered trade mark application (section 0024), said method characterized 
by comprising the steps of: receiving input data describing a trade mark (Fig. 1, RN{10}); 
receiving input data describing at least one territory for said registered trademark application 
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(Fig. 1, RN{6}); storing component cost data relating to a plurality of component costs of said 
registered trade mark application in at least one territory (sections 0008 and 0035). 
Grainger 1 does not explicitly teach receiving input data describing a number of classes of 
goods/services for a said registered trade mark application; calculating substantially in real time 
said calculated cost data relating to a cost of said registered trade mark application from said 
stored component cost data and said data describing at least one territory and said data describing 
a number of classes of goods/services, wherein said calculated cost data represents a real time 
running total transaction cost for said registered trade mark application, said calculated cost data 
changing substantially in real time on modifying said data describing a number of classes of 
goods/services of said registered trade mark application. However, Grainger 1 teaches 
applicability of the invention to include trademark and copyrights (section 0024). 
TLTIA teaches fee information for trademark application. TLTIA further teaches that the fee is 
based on the number of classes of goods/services (page 2). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Graingerl to include the step of 
inputting the number of classes of goods/services as is normally applicable in the registration of 
trademark applications for appropriate fee calculation. 

Grainger2 teaches calculating substantially in real time said calculated cost data relating to a cost 
of said registered trade mark apphcation from said stored component cost data and said data 
describing at least one territory and said data describing a number of classes of goods/services 
(Fig. 5; section 001 1). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Graingerl to include this step as taught by Grainger2. One would have 
been motivated to do this in order to provide a total cost of registering the trademark application. 
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Fields teaches wherein said calculated cost data represents a real time running total transaction 
cost for said registered trade mark application, said calculated cost data changing substantially in 
real time on modifying said data describing a number of classes of goods/services of said 
registered trade mark apphcation (fig. 33, 36A-36B, sections 0043, 0046-0047, 0078, 0096). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Graingerl to include this step as taught by Fields. One would have been motivated to do this in 
order to generate a customized fee quote based on the number of classes of goods/services. 
Examiner notes that the fee for the number of classes of goods/services is considered as part of 
government fees required for registration. Therefore a customized fee quote for an application 
having a single class ($100 x 1= $100) would be different for the customized fee quote having 20 
classes ($100 x 20 = $2000). 

Thus the combination of Graingerl, Grainger2, TLTIA and Fields is hereinafter referred to as 
"Modified Grainger". 

Re claim 2: Modified Grainger teaches the step wherein a said calculated cost data is generated 
by: reading said stored cost data from a look up table comprising a plurality of individual 
component costs for each of a plurality of individual territories; and adding a plurality of said 
individual component costs to obtain said calculated cost data (Graingerl: section 0035; 
Grainger2: Fig 5). 
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Re claim 3: Modified Grainger teaches the step of: displaying said calculated cost substantially 
in real time (Grainger2: Fig. 5). 

Re claim 4: Modified Grainger teaches the step of: calculating said calculated data cost in a 
plurality of different currencies (Grainger2: Fig. 5). 

Re claim 5 : Modified Grainger teaches the step of calculating comprises calculating a said 
calculated cost in a first currency, and converting said calculated cost to a second currency 
(Grainger2: Fig. 5). 

Re claim 6: Modified Grainger teaches the step of: making said calculated cost data available for 
substantially real time display (Grainger2: Fig. 5). 

Re claim 7: Modified Grainger teaches the step of storing data comprises, for each of a plurality 
of territories: storing at least one official fee cost data relating to an official fee payable to a 
governmental/intergovernmental body; and storing at least one vendor fee cost data relating to a 
vendor fee charged by a vendor of trade mark services (Grainger 1 : section 0035; Grainger2: Fig 
5). 

Re claim 8: Modified Grainger teaches the step of calculating a cost substantially in real time 
comprises the steps of: reading from a look up table, a vendor filing cost; reading from said look 
up table an official fee for filing said trade mark; and adding said vendor filing fee cost and said 
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official filing fee cost (Graingerl: section 0035; Grainger2: Fig 5). 

Re claim 9: Modified Grainger teaches the step of receiving data describing a trade mark said 
data comprising inputting a bitmap representing a two dimensional image of said trade mark 
(Graingerl: Fig. 3J RN{82}, section 0070; Grainger2: Fig 5). 

Re claim 10: Modified Grainger teaches the step of storing data relating to cost of said registered 
trade mark application in said country comprises: for each of a plurality of territories, storing 
data describing; a plurality of official fee component costs, describing individual official fees for 
various operations; a plurality of vendor fee component costs, each describing a vendor fee 
levied for a specific service; a plurality of associate fee component costs, each describing a cost 
for a service for a specified item levied by an associate (Graingerl : section 0035). 

Re claims 11-13: Modified Grainger does not exphcitly teach the step comprising: reading from 
said look up table a vendor priority cost data for claiming a priority, a vendor seniority cost for 
claiming a seniority and a vendor designation cost for designation of a territory; and adding said 
vendor priority cost data, said vendor seniority cost and vendor designation cost to said vendor 
filing cost and said official filing fee cost. However, Graingerl teaches applicability of the 
invention to include trademark and copyrights (section 0024). It would have been obvious to one 
of ordinary skill in the art at the time of the invention to modify Graingerl to include these steps 
as normally applicable in the registration of trademark applications. 
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Re claim 15: Modified Grainger teaches the step wherein said step of displaying comprises 
making said real time calculated cost available for display via a web server apparatus (Grainger2: 
Figs. 1 and 5). 

Re claim 16: Modified Grainger teaches wherein said displayed cost is recalculated substantially 
in real time to reflect a modified cost of said trademark for a modification (Grainger2: Fig. 5). 
Modified Grainger does not explicitly teach modifying a specification of goods/services by 
selecting/deselecting classes of goods/services. However, Graingerl teaches creating, modifying 
and deleting selected case meta data associated with a case (section 0063). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Graingerl to 
include this step as normally applicable in the registration of trade mark applications i.e. 
selecting/deselecting classes of goods/services. 

Re claims 17-18: See claims 1 and 16 analyses above. 

Re claim 19: Modified Grainger teaches wherein: said step of inputting at least one territory for 
said trade mark comprises selecting a plurality of territories from a menu display listing said 
plurality of territories, said method further comprising the steps of: modifying a selection of said 
territories by selecting/deselecting individual territory icons on a screen display, to obtain a 
modified selection of territories; wherein said displayed cost is recalculated substantially in real 
time to reflect a modified cost of said trade mark for said modified selection of territories 
(Graingerl: Fig. 5). 
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Re claims 20-23 and 31-32, 37: Modified Grainger teaches modifying said selection of data by 
selecting/deselecting to obtain a modified data selection; wherein said displayed cost is 
recalculated substantially in real time to represent a modified cost of said trade mark for said 
modified selection (Grainger2: Fig. 5). Modified Grainger does not explicitly teach priority claim 
and seniority claims. However, Graingerl teaches applicability of the invention to include 
trademark and copyrights (section 0024). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Graingerl to include these steps as normally 
applicable in the registration of trademark apphcations. 

Re claim 24: Modified Grainger teaches the step of: inputting at least one designated territory for 
a regional trade mark; wherein said displayed cost is recalculated in real time according to said 
input of said at least one designated territory (Grainger2: Fig. 5). 

Re claim 25 : Modified Grainger teaches displaying a set of component costs used for calculating 
said substantially real time calculated costs; and selecting/deselecting individual said component 
costs to modify said real time calculated cost of said trade mark (Grainger2: Fig. 5; Graingerl : 
sections 0035 and 0063). 

Re claim 26: Modified Grainger teaches the step of: selecting a currency of a plurality of 
different currencies, in which said cost is displayed (Grainger2: Fig. 5). 



Re claim 27: Modified Grainger teaches wherein said component costs comprise costs selected 
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from the set: official fees payable to governmental/intergovernmental bodies; and vendor fees 
levied by a vendor providing a trade mark service (Graingerl : section 0035) 

Re claim 28: Modified Grainger teaches displaying a said component cost in a currency selected 
from a plurality of different currencies (Grainger2: Fig. 5; Graingerl: sections 0035 and 0063). 

Re claim 33: Modified Grainger teaches displaying a number of designated territories relating to 
said trademark (Graingerl: Fig. 5). 

Re claim 34. See claim 30 analysis above. 

Re claim 35. See claims 30 and 31 analyses above. 

Response to Arguments 

Applicant's arguments filed 3/26/2008 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that TLTIA does not teach certain limitations such as 
storing component cost data relating to a plurality of component costs of said registered trade 
mark application in a plurality of territories, examiner respectfully disagrees. Examiner does not 
rely on the TLTIA reference for this teaching, rather Graingerl teaches this limitation (see Fig. 1, 
RN 6 (U.S, EPO, JPO, Others), sections 0008 and 0035). The TLTIA reference is introduced to 
show that the information regarding number of classes of goods/services relating to trademark 
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applications and how it affects the computation of the fees is old and well known. One of 
ordinary skill in the art would recognize the advantage of modifying Grainger 1 to include these 
features as applicable to trademark applications to yield a predictable result. Furthermore, the 
test for obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed invention must 
be expressly suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

Applicant further argues that Graingerl is related to annuities only, and to patent only. 
Examiner respectfully disagrees. Graingerl at section 0024 teaches 

"It should be apparent that the present invention is not restricted to patent cases. It is to be understood, 
however, that the present invention is useful for managing other forms of intellectual property including trademarks 
and copyrights. Accordingly, the description of the present invention set forth below is not intended to limit the 
scope of the present invention in any way. One of ordinary skill in the art would recognize variations, modifications, 
and alternatives." 

Section 0035 also teaches 

"coordinating, tracking and providing payment options for all financial aspects of the patent process 
including patent office fees, practitioner fees and service provider fees." 
Therefore, Graingerl is not limited to patents only. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and//7 re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, the clear motivation is find apphcability in trademarks and copyrights by not 
limiting the scope of the invention to only patents. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Grainger (USPAP 200201 1 1824) discloses a method of defining workflow rules for 
managing intellectual property. 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this flnal action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a flrst reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event. 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLABODE AKINTOLA whose telephone number is (571)272- 
3629. The examiner can normally be reached on M-F 8:30AM -5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

OA 

/Hani M. Kazimi/ 

Primary Examiner, Art Unit 3691 
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